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Protecting your good name

Advice from Nicholas
Lakeland and Victoria
Russell, solicitors with
REC Panel Members
Silverman Sherliker LLP

From a commercial perspective, brand
names are vital. Without intellectual
property protection, a genuine brand can be
ripped off without any recourse. Agencies
seeking to protect a brand should first
address Trade Mark protection, but at the
same time not ignoring cyberspace, and
should protect domain names.

Trade Marks

Registering a Trade Mark is a positive first step
to protecting a company brand. A Trade Mark
is a distinctive sign, which identifies certain
goods and services. We've checked, and
‘Recruitment Matters' is a registered Trade
Mark, so the name cannot be used by a
competing magazine.

Today the possibilities for Trade Marks are
almost endless, as they can be composed of
any combination of words, letters, numerals,
three-dimensional signs, drawings, symbols,
images, fragrances, musical sounds and in
some instances, particular colours. Agencies
can apply to have their business logo
registered. A registered Trade Mark provides
protection to the owner, by ensuring the
exclusive right to use it to identify goods or
services or to authorise others to use it in
return for payment. Licensing Trade Marks is a
significant revenue earner, especially when
linked in with franchise opportunities. For
recruitment agencies who choose to set up as
a franchise, it is important to consider cashing
in on their brand name and, of course, this
muwst entail registering their Trade Mark.

Trade Marks are also useful to trade
associations, whose members can use the
mark to promote themselves as having
reached the Association’s standard of quality.

You can also
access REC legal
information in
the following
ways:

Registering Trade Marks

Applications to the Trade Mark Registry can be
made by individuals and companies. The mark
applied for must contain a list of goods or
services to which the sign will apply. It must be
sufficiently distinctive so as to distinguish the
mark as identifying a particular product.

Registered Trade Marks bring major
advantages over unregistered marks.

A company can threaten to sue for
infringement, relying on a ‘presumption of
validity’, meaning the claimant starts offina
strong position having gone to the effort,
time and expense of applying and having the
commercial foresight to register the

Trade Mark.

Trade Marks can be registered ahead of use.
Indeed it is a worthwhile exercise because the
existence of an easily accessible public record
for registered marks means those who might
care to infringe a registered mark have no
excuse for not knowing the mark exists.

Remember that just because you have
registered your business name as your
corporate name at Companies House does not
give you any real protection in the
marketplace, as it only stops someone else
registering a company under exactly the same
name in that jurisdiction - not exactly ideal
from your perspective, so Trade Mark
protection is paramount.

In most cases the recommendation is first
to register the Trade Mark in the territory
where the brand is initially to be used, before
looking at potential overseas markets.

Almost all countries in the world register
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and protect Trade Marks. An application for
registration of a Trade Mark where protection
is sought, must be filed with the appropriate
national or regional Trade Mark office.
Protection for Trade Marks is limited to the
territory of the state in which they are
granted. Hence, a British Trade Mark might be
enforceable only in the UK and not elsewhere.

European Trade Marks have the advantage
of covering the 25 EU Member States, while
applying through The Madrid Protocol
obtains an international registration having
effect in some or all of the countries of the
Madrid Union which, at present, covers more
than 60 countries.

Of course, if you are about to launch a
global brand, it's wise to carry out searches
overseas first - as much as anything to ensure
the word doesn’t have any unfortunate
connotation in another language!

Your agency’s website

- domain names

Theoretically, there is an infinite choice of
domain names, although most businesses
try to choose a name which includes at least
part of their corporate name, main brand

or a name which describes the goods

being offered.




